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Tony Caliendo, #023138 
tony@orangewoodlaw.com 

1930 EAST BROWN ROAD SUITE 103 
MESA, ARIZONA  85203 

TELEPHONE: (480) 500-9741 

Attorneys for Plaintiff

UNITED STATES DISTRICT COURT 
DISTRICT OF ARIZONA 

LunaMarie LLC, an Arizona limited liability 
company, 

Plaintiff, 
v. 

Remy and Roo, LLC, a Utah limited liability 
company, 

Defendant. 

 No. _____________________

COMPLAINT FOR DECLARATORY 
JUDGMENT OF (1) INVALIDITY; 
AND (2) NONINFRINGEMENT 

DEMAND FOR JURY TRIAL 

For its Complaint, Plaintiff (“LunaMarie”) alleges as follows: 

NATURE OF ACTION 

1. This is an action for a declaratory judgment arising under the patent laws of 

Title 35 of the United States Code. Plaintiff seeks a declaratory judgment that (1) United 

States Design Patent D1,000,009 (the “’009 Patent”) is invalid; and (2) LunaMarie does not 

infringe the ’009 Patent. 

PARTIES 

2. LunaMarie is an Arizona limited liability company.  

3. Defendant Remy and Roo, LLC (“Remy and Roo”) is a Utah limited liability 

company. 

4. Upon information and belief, Remy and Roo is the owner of the ’009 Patent. 
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JURISDICTIONAL STATEMENT 

5. This action arises under the Declaratory Judgment Act, 28 U.S.C. § 2201 et 

seq., and under the patent laws of Title 35 of the United States Code. 

6. This Court has subject matter jurisdiction over this action under 28 U.S.C. §§ 

1331, 1338(a), and 2201(a). 

7. This Court has personal jurisdiction over Remy and Roo.  

8. Remy and Roo caused a letter dated November 28, 2023 (the “Letter”) to be 

sent to LunaMarie in Tempe, Arizona. 

9. A copy of the Letter is attached as Exhibit 1. 

10. The Letter accuses LunaMarie of “offering for sale” bandanas “that appear be 

covered by [the ’009 Patent].” 

11. The Letter attached a copy of the ’009 Patent.  

12. The Letter demands that LunaMarie immediately agree to cease the 

unauthorized copying, reproduction, and distribution of Remy and Roo’s “patented designs” 

and pay “reasonable damages” for the “infringements to date.” The Letter states: “If Luna 

Marie does not so agree, Remy+Roo will seek both a preliminary and permanent injunction 

against Luna Marie, and will seek awards of damages and attorneys’ fees. Remy+Roo 

therefore demands that Luna Marie execute the Agreement set forth below within 20 days of 

the date of this letter, in order to resolve this matter without litigation.” 

13. Remy and Roo purposefully directed enforcement activities into Arizona with 

respect to the ’009 Patent. 

14. Remy and Roo has taken steps, in this District, to assert the ’009 Patent against 

LunaMarie. 

15. Venue is proper in this District under 28 U.S.C. § 1391(b)-(c) because a 

substantial part of the events giving rise to LunaMarie’s claim occurred in this District, and 

because Remy and Roo is subject to personal jurisdiction here. 
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16. An immediate, real, and justiciable controversy exists between Remy and Roo 

and LunaMarie as to whether the ’009 Patent is invalid and whether LunaMarie is infringing 

or has infringed the ’009 Patent.  

17. Because this action presents an actual controversy with respect to the invalidity 

and noninfringement of the ’009 Patent, the Court may grant the declaratory relief sought 

pursuant to 28 U.S.C. § 2201 et seq. 

GENERAL ALLEGATIONS 

Prosecution History 

18. The application leading to the ’009 Patent was filed on July 7, 2020 (the “Filing 

Date”). 

19. The relevant portions of that application are attached as Exhibit 2. 

20. The original claim stated: “The ornamental design for a BANDANA FOR AN 

ANIMAL as shown and described.” 

21. The application included three pages of drawings. 

22. The application included a specification and a description of the drawings. 

23. On July 21, 2022, an examiner from the United States Patent and Trademark 

Office (“USPTO”) issued a non-final rejection. 

24. The relevant portions of that non-final rejection are attached as Exhibit 3. 

25. In the rejection, the examiner instructed: “There is only one embodiment in the 

claim. Accordingly, for accuracy, the descriptions of figure 1 and figure 8 should be amended 

as follows: ‘FIG. 1 is a perspective view of the design; FIG. 8 is another perspective view of 

the design in a tied configuration.’” 

26. In the rejection, the examiner further instructed: “[T]he drawings show evenly 

spaced broken lines adjacent to the entire edge of the bandana. In addition, there is also a 

rectangular feature at the front of the bandana that is outlined in broken lines of a lighter 

weight than the ones along the edge. . . . [T]he applicant should add a broken lines statement 
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to the specification stating whether the broken lines form part of the claim or not and another 

statement stating whether the broken lines outline of a rectangle form part of the claim or 

not.” 

27. In the rejection, the examiner stated in part: “The claim is rejected under 35 

U.S.C. § 103 as being unpatentable over Remy+Roo Dog Bandanas, published: 05/04/2019 

(‘Remy’, NPL Reference V), in view of KeaBabies Organic Baby Bandana Drool Bibs, 

published: 11/09/2018 (‘KeaBabies’, NPL Reference W).” 

28. The “Remy” reference was a reference to a Remy and Roo listing on 

Amazon.com. 

29. The examiner included the following in the rejection: 

The USPTO included the following in the rejection: 

30. The examiner stated: “It would have been obvious to one of ordinary skill in the 

art at the time the invention was made to modify the bandana of Remy by making it with 

shorter straps with ends that are round as taught by KeaBabies.” 

31. On or about October 13, 2022, Remy and Roo submitted an “Amendment and 

Response to Non-Final Office Action” (the “Amendment”) to the USPTO. 

32. The relevant portions of the Amendment are attached as Exhibit 4. 

33. The Amendment amended the descriptions of FIG. 1 and FIG. 8 as instructed 

by the examiner. 

34. The Amendment added a “broken lines statement to the specification” as 

instructed by the examiner. 
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35. The Amendment’s “broken lines statement” stated: “The broken lines in the 

drawings depict stitching that forms part of the claimed design.” 

36. The Amendment also included remarks stating that the Remy reference (the 

Amazon.com listing) did not qualify as prior art, because the examiner “made no showing 

that the photos viewed on the [Amazon.com] website in July 2022 were actually present on 

the dynamic website on the alleged assigned publication date of May 2, 2019 [sic, May 4, 

2019].” 

37. The Amendment concluded by requesting that the rejection be withdrawn. 

38. On or about November 8, 2022, the examiner issued a non-final rejection. 

39. The relevant portions of that non-final rejection are attached as Exhibit 5. 

40. The rejection stated in part: “The objections to the Specification have been 

overcome and are withdrawn. The rejection under 35 U.S.C. § 103 has been carefully 

considered in view of Applicant’s response and amendments; although it is the Examiner’s 

position that the rejection has not been overcome by Applicant’s response, the rejection is 

withdrawn. Upon further search for prior art, new non-final rejections under 35 U.S.C. § 103 

are detailed further down in this office action. . . . The claim is rejected under 35 U.S.C. § 103 

as being unpatentable over U.S. patent number D515250 to Story on 02/14/2006; in view of 

U.S. patent number D631208 to Gazaway on 01/18/2011.” 

41. The rejection included the following: 
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42. The rejection stated: “It would have been obvious to one of ordinary skill in the 

art at the time the invention was made to modify the bandana of Story by making it with 

wider straps of equal length that have round ends as taught by Gazaway.” 

43. The rejection stated: “A de minimis difference between the claimed design and 

the prior art is that the claimed design has stitching all along the edges and a small 

rectangular stitched feature on the right front side near the point. This minor difference does 

not create a patentably distinct design.” 

44. On or about February 6, 2023, Remy and Roo submitted a “Response to Non-

Final Office Action” (the “Response”) to the USPTO. 

45. The relevant portions of the Response are attached as Exhibit 6. 

46. The Response advanced three primary arguments. 

47. The Response stated in part: “[T]he assertion in the Office Action that the 

stitching is de minimis or inconsequential is entirely unsupported. Rather, looking at the 

figures themselves, it is clear that the stitching is at least one of the more distinctive and 

prominent portions of the design of the bandana.” 

48. The Response further stated in part: “Neither Story nor Gazaway discloses the 

asymmetric shape of the bandana. As best shown in FIG. 2, the claimed design of the 

bandana exhibits an overall side-to-side asymmetric appearance with the curvature of the 

upper edge being offset relative to the lower point of the bottom edge of the bandana. The 

references of record [Story and Gazaway] entirely fail to disclose such a distinctive shape of 

the bandana design.”  

49. The Response further stated in part: “Neither Story nor Gazaway discloses the 

overall shape of the bandana. . . . [T]he offset for asymmetrical upper curvature of the instant 

design blends into two rounded ends that are angled upward. Both Story and Gazaway further 

fail to disclose such a design . . . . Further, the arms of Story’s horse bandana are clearly two 

or more times longer and exhibit an entirely different appearance than that of the instant 
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claimed design of the Bandana that includes relatively shorter, thicker arms that angle upward 

and terminate in the rounded ends.” 

50. On or about March 28, 2023, the USPTO issued a final rejection. 

51. The relevant portions of that final rejection are attached as Exhibit 7. 

52. The rejection stated in part: “The claim is AGAIN AND FINALLY 

REJECTED under 35 U.S.C. § 103 as being unpatentable over U.S. patent number D515250 

to Story on 02/14/2006; in view of U.S. patent number D631208 to Gazaway on 01/18/2011.  

. . . The bandana of Story has design characteristics that are basically the same as the claimed 

design: It has an overall triangular shape with the left and right sides that are straight come to 

a 90 degree point at the bottom center of the garment. The top edge curves downward and the 

left and right sides narrow toward the top to form straps. The claimed design differs from 

Story in that the straps on Story are narrower in proportion to the rest of the body, not of the 

same length, and ends of the straps have an angled squared off edge; while the claimed design 

has straps that are wider in proportion to the rest of the body, they are of equal length, and are 

round at the ends. Gazaway shows a bandana with straps that are wider in proportion to the 

rest of the body, of equal length, and are round at the ends. A de minimis difference between 

the claimed design and the prior art is that the claimed design has stitching all along the edges 

and a small rectangular stitched feature on the right front side near the point. This minor 

difference does not create a patentably distinct design. . . . It would have been obvious to one 

of ordinary skill in the art at the time the invention was made to modify the bandana of Story 

by making it with wider straps of equal length that have round ends as taught by Gazaway.” 

53. The rejection further stated in part: “The claim is AGAIN AND FINALLY 

REJECTED under 35 U.S.C. § 103 as being unpatentable over U.S. patent number D309212 

to Maletsky, et al on 07/17/1990; in view of U.S. patent number D631208 to Gazaway on 

01/18/2011.” 

54. The rejection included the following: 
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55. The rejection stated: “The necktie of Maletsky has design characteristics that 

are basically the same as the claimed design: It has an overall triangular shape with the left 

and right sides that come to a point at the bottom center of the garment. The top edge curves 

downward and the left and right sides narrow toward the top to form straps. The claimed 

design differs from Maletsky in that the straps on Maletsky have a buckle on the left strap and 

a clasp on the right strap and the straps are more squared off at the ends while the claimed 

design has straps that have no fasteners and that straps are round at the ends. Gazaway shows 

a bandana without buckles or clasps with straps that are round at the ends. A de minimis 

difference between the claimed design and the prior art is that the claimed design has 

stitching all along the edges and a small rectangular stitched feature on the right front side 

near the point. This minor difference does not create a patentably distinct design. . . . It would 

have been obvious to one of ordinary skill in the art at the time the invention was made to 

modify the necktie of Maletsky by making it without fasteners and with straps that have 

round ends as taught by Gazaway.” 

56. With respect to Remy and Roo’s assertion that “the claimed design of the 

bandana exhibits an overall side-to-side asymmetric appearance with the curvature of the 

upper edge being offset relative to the lower point of the bottom edge of the bandana,” the 

rejection stated: “The examiner disagrees. The drawing of FIG. 2 shows a bandana that is 
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symmetrical, if you duplicated FIG. 2 then flip the image and overlay the flipped image on 

top of the original image, the edges line up perfectly.” 

57. On or about June 26, 2023, Remy and Roo submitted a “Pre-Appeal Brief.” 

58. A copy of the Pre-Appeal Brief is attached as Exhibit 8. 

59. The Pre-Appeal Brief advanced three primary arguments. 

60. The Pre-Appeal Brief stated in part: “[T]he distinctive stitching of the bandana 

is part of the patentable design. . . . [T]he assertion in the [Final Office Action] that the 

stitching is de minimis or inconsequential is entirely unsupported.” 

61. The Pre-Appeal Brief further stated: “As best shown in FIG. 2, the claimed 

design of the bandana exhibits an asymmetric appearance due to the additional stitching on 

one side of the bandana. The references of record entirely fail to disclose such a distinctive 

shape of the bandana design.” 

62. The Pre-Appeal Brief further stated that neither Story nor Gazaway nor 

Maletsky disclose a bandana having “two arms with rounded ends that are angled upward.” 

According to the Pre-Appeal Brief, the arms of Story’s bandana “are clearly two or more 

times longer,” and “narrower and squared-off,” while “the arms of Maletsky’s bandana are 

clearly longer . . . and squared-off.” 

63. On or about August 16, 2023, the USPTO issued a Notice of Allowance. 

64. The relevant portions of the Notice of Allowance are attached as Exhibit 9. 

65. The Notice of Allowance stated: “Applicant’s arguments submitted on 

02/06/2023 in response to the Non-Final Rejection were not persuasive; specifically, that the 

stitching and the asymmetric appearance of the bandana are what makes this design novel. 

However, upon further consideration the Examiner finds that while the overall shape of Story 

and Maletsky are close to the claimed design; it is the combination of the shape with the 

rounded features that creates a design that is patentably distinct and sufficient to overcome 

the standing rejection which is hereby withdrawn.” 
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66. The ’009 Patent issued on September 26, 2023. 

67. A copy of the ’009 Patent is attached as Exhibit 10. 

Remy and Roo’s Subsequent Statements Regarding the ’009 Patent 

68. Remy and Roo has publicly stated that the ’009 Patent covers the “shape” of the 

bandanas—specifically the “two long ends” of the bandana and the “curved design.” 

69. By way of example only, Remy and Roo published an Amazon.com listing 

stating: “Remy+Roo bandanas have a unique design with two long ends making the dog 

bandana adjustable to the exact size of your pet’s neck. The bandana has a curved design to 

mimic your dogs natural neck-line. It is designed to fit comfortably while eliminating bulk, 

folds and excess fabric. . . . PATENTED SHAPE: All our bandanas are protected by US-

D1000009-S.” 

70. A copy of that Amazon.com listing is attached as Exhibit 11. 

71. Remy and Roo’s website states: “Curved design to mimic your dog’s natural 

neckline keeping the bandana closer to your pet’s body. . . . Fits comfortably while 

eliminating bulk, folds, and excess fabric. Patented Shape protected by US-D1000009-S. . . . 

Our durable polyester fabric and unique shape ensure a perfect fit for your pet.”  

72. A screenshot of Remy and Roo’s website is attached as Exhibit 12. 

73. According to Remy and Roo, the “two long ends” and the “curved design” of 

the bandana are both functional aspects of the bandana.  

74. According to Remy and Roo, the two long ends “mak[e] the dog bandana 

adjustable to the exact size of your pet’s neck.”  

75. According to Remy and Roo, the “curved design” is to “ensure a perfect fit for 

your pet” by “mimic[king] your dog’s natural neckline[,] keeping the bandana closer to your 

pet’s body,” and “eliminating bulk, folds, and excess fabric.” 
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COUNT 1 

(Declaratory Judgment of Invalidity of U.S. Patent No. D1,000,009) 

76. LunaMarie incorporates all allegations in this Complaint as if set forth here. 

77. The ’009 Patent is invalid under 35 U.S.C. § 103 for obviousness. 

78. By way of example only, the ’009 Patent is invalid in view of the prior art cited 

by the USPTO in the communications attached to this Complaint and referenced above. 

79. By way of example only, the business that operates as “Charlotte’s Pet” 

(www.charlottespet.com) has been manufacturing and selling bandanas for pets since May 

2017 at the latest. 

80. Images of pet bandanas that predate the Filing Date are attached as Exhibit 13. 

81. By way of further example only, a video posted on YouTube on May 27, 2018 

(125,598 views as of Jan. 9, 2024), shows how to create a pet bandana like Remy and Roo’s 

claimed design. See https://www.youtube.com/watch?v=1On3uQsCRTw&t=36s. 

82. The ’009 Patent is invalid under 35 U.S.C. § 112 for lack of definiteness. 

83. By way of example only, according to the specification of the ’009 Patent, FIG. 

2 is “a front view of the design” and FIG. 8 is “another perspective view of the design in a 

tied configuration.” 

84. FIG. 2 and FIG. 8 are reproduced here: 
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85. The arms shown in FIG. 8 are significantly longer than the arms shown in FIG. 

2, especially when one considers that the arms shown in FIG. 8 are tied in a knot or bow. 

86. Because of the significant disparity in the length of the arms shown in those two 

figures, which purport to show the same design, the ’009 Patent fails to inform, with 

reasonable certainty, those skilled in the art about the scope of the invention. 

87. The ’009 Patent is also invalid because it claims a purely functional design. 

88. The overall appearance of the patented design is dictated by its function. 

89. As a result of the acts described herein, there exists a substantial controversy of 

sufficient immediacy and reality to warrant the issuance of a declaratory judgment. 

90. A judicial declaration is necessary and appropriate so that LunaMarie may 

ascertain its rights regarding the ’009 Patent. 

91. LunaMarie is entitled to a judicial declaration that the ’009 Patent is invalid. 

COUNT 2 

(Declaratory Judgment of Non-Infringement of U.S. Patent No. D1,000,009) 

92. LunaMarie incorporates all allegations in this Complaint as if set forth here. 

93. The following is a screenshot taken from LunaMarie’s website 

(www.shoplunamarie.com/collections/bandanas) showing the bandanas that LunaMarie 

manufactures and sells: 
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94. In its attempts to obtain the ’009 Patent, Remy and Roo distinguished its design 

from prior art on the grounds that its design had arms with rounded ends, while the prior art 

had squared-off ends. 

95. In finally issuing a notice of allowance, the examiner emphasized that it was 

“the combination of the shape with the rounded features that creates a design that is 

patentably distinct and sufficient to overcome the standing rejection which is hereby 

withdrawn.” (Emphasis added.) 

96. LunaMarie’s bandanas have arms with ends that are squared-off, not rounded. 

97. Additionally, according to Remy and Roo’s public statements in its Amazon 

listings and its own website, the shape of the patented design is dictated by functional 

considerations. 

98. The ’009 Patent claims a purely functional design. 

99. The overall appearance of the patented design is dictated by its function. 

100. To the extent LunaMarie’s bandanas have features similar to the functional 

aspects of the patented design, such similarities do not constitute patent infringement. 

101. LunaMarie has not infringed and does not infringe any valid, enforceable claim 

of the ’009 Patent, directly or indirectly, literally or under the doctrine of equivalents, through 

the manufacture, use, sale, or offer for sale of LunaMarie’s accused products. 

102. As a result of the acts described herein, there exists a substantial controversy of 

sufficient immediacy and reality to warrant the issuance of a declaratory judgment. 

103. A judicial declaration is necessary and appropriate so that LunaMarie may 

ascertain its rights regarding the ’009 Patent. 

104. LunaMarie is entitled to a judicial declaration that it has not infringed and does 

not infringe the ’009 Patent. 
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PRAYER FOR RELIEF 

LunaMarie respectfully requests the following relief: 

A. That the Court enter a judgment declaring that the ’009 Patent is invalid; 

B. That the Court enter a judgment declaring that LunaMarie has not infringed and 

does not infringe any valid and enforceable claim of the’009 Patent; 

C. That the Court declare that this case is exceptional under 35 U.S.C. § 285 and 

award LunaMarie its attorney fees, costs, and expenses incurred in this action; 

D. That the Court award LunaMarie any and all other relief to which LunaMarie 

may show itself to be entitled; and 

E. That the Court award LunaMarie any other relief that the Court deems just, 

equitable, and proper. 

JURY DEMAND 

LunaMarie demands a jury trial on all issues and claims so triable. 

January 9, 2024 ORANGEWOOD LAW GROUP, PLC 

/s/ Tony Caliendo  
Tony Caliendo (AZ Bar No. 023138) 
1930 East Brown Road Suite 103 
Mesa, AZ 85203 
tony@orangewoodlaw.com 
Attorneys for Plaintiff
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Attorney Docket No. RR.1000US 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of 

Andrew Isom 

Application No. 29/740,838 

Filed: July 7, 2020 

For: BANDANA FOR AN ANIMAL 

Group Art Unit: 2925 

Confirmation No. 2459 

Examiner: GLASSBERG, ELIZABETH ANNE 

RESPONSE TO NON-FINAL OFFICE ACTION 

TO THE COMMISSIONER FOR PATENTS: 

The following remarks are filed in response to the Office Action mailed November 8, 

2022. 
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U.S. Patent Application No. 29/740,838 

REMARKS 

This response is filed in response to the Office Action mailed November 8, 2022. 

For at least the reasons presented below, Applicant respectfully submits that the 

pending claim, with the submitted drawings, is in condition for allowance. 

Examiner's Comments 

As previously noted, the previous rejections lacked adequate support as being based 

solely on a dynamic website that were aligned with a purported date without any evidence that 

the two were actually correlated. Further, the Declaration stating the relevant facts as to the 

cited dynamic website is considered to be entirely sufficient to overcome the inadequately 

supported rejection. 

35 U.S.C. § 103 Rejection 

The claim is rejected as allegedly being unpatentable over U.S. Patent D515250 to 

Story on 02/14/2006 in view of U.S. Patent D631208 to Gazaway on 01/18/2011. 

In determining patentability of a design, it is the overall appearance, the visual effect 

of the design as a whole, which must be taken into consideration. In re Rosen, 673 F.2d 388, 

390 (C.C.P.A. 1982). See also In re Yardley, 493 F.2d 1389, 1392-1393 

(C.C.P.A. 1974) ("[the] basic consideration in determining the patentability of designs over 

the prior art is similarity of appearance"). "Therefore, in order to support a holding of 

obviousness, a primary reference must be more than a design concept; it must have an 

appearance substantially the same as the claimed design." M.P.E.P. § 1504.03 (citing In re 

Harvey, 12 F.3d 1061 (Fed. Cir. 1993)). 

I. THE OFFICE ACTION IMPROPERLY DISREGARDS THE 
EXPRESSLY CLAIMED STITCHING 

As previously asserted, the distinctive stitching of the bandana is considered part of 

the patentable design. Despite this express claim, the Office Action acknowledges the 

references of record failure to disclose such stitching and erroneously alleges that the stitching 

may simply be disregarded. This assertion is entirely misplaced. 

2 
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U.S. Patent Application No. 29/740,838 

From a review of the drawings, the stitching is an integral part and prominent feature 

of the design that adds to the distinct appearance of the overall claimed bandana design. 

Further, in addition to the border stitching encompassing the entirely of the bandana, the 

bandana design further includes distinctive rectangular stitching extending inward from the 

border stitching in a further distinctive manner. 

Accordingly, the assertion in the Office Action that the stitching is de minimis or 

inconsequential is entirely unsupported. Rather, looking at the figures themselves, it is clear 

that the stitching is at least one of the more distinctive and prominent portions of the design of 

the bandana. 

Thus, as it is clear that the cited references are not substantially the same as the 

claimed design, the rejection should be withdrawn. 

II. NEITHER STORY NOR GAZAWAY DISCLOSES THE 
ASYMMETRIC SHAPE OF THE BANDANA 

As best shown in FIG. 2, the claimed design of the bandana exhibits an overall 

side-to-side asymmetric appearance with the curvature of the upper edge being offset relative 

to the lower point of the bottom edge of the bandana. The refences of record entirely fail to 

disclose such a distinctive shape of the bandana design. 

While one side of Story's tie appears to be longer than the other, there is no indication 

that the upper curvature is offset relative to the bottom point. That is, the central portion of 

Story's horse bandana appears to be symmetrical. Further, Gazaway's design also appears to 

be entirely symmetrical. 

Thus, as it is clear that the cited references are not substantially the same as the 

claimed design, the rejection should be withdrawn for this additional reason. 

III. NEITHER STORY NOR GAZAWAY DISCLOSES THE OVERALL 
SHAPE OF THE BANDANA 

Finally, the offset or asymmetrical upper curvature of the instant design blends into 

two rounded ends that are angled upward. Both Story and Gazaway further fail to disclose 

such a design and are both clearly not substantially the same as the claimed design. 
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U.S. Patent Application No. 29/740,838 

Further, the arms of Story's horse bandana are clearly two or more times longer and 

exhibit an entirely different appearance than that of the instant claimed design of the Bandana 

that includes relatively shorter, thicker arms that angle upward and terminate in the rounded 

ends. 

Thus, the rejection should be withdrawn for this yet additional reason. 
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U.S. Patent Application No. 29/740,838 

Conclusion 

In view of the foregoing, Applicant believes that the application is in condition for 

allowance. The issuance of a formal Notice of Allowance at an early date is respectfully 

requested. 

If the Examiner believes a telephone conference would expedite prosecution of this 

application, please contact the undersigned at (801) 935-4935. 

Respectfully submitted, 

By: /Gregory C. Baker/ 
Gregory C. Baker 
Registration No. 61,335 
PCFB LLC 
4001 South 700 East, Suite 500 
Salt Lake City, UT 84017 
Telephone: (801) 935-4935 
Facsimile: (801) 935-4936 
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As set below the rejections in the Final Office Action (FOA) is in error for failing to 

present a prima facie case of obviousness and should be reversed. 

35 U.S.C. § 103 Rejection 

In determining patentability of a design, it is the overall appearance, the visual effect of 

the design as a whole, which must be taken into consideration. In re Rosen, 673 F.2d 388, 390 

(C.C.P.A. 1982). See also In re Yardley, 493 F.2d 1389, 1392-1393 (C.C.P.A. 1974) ("[the] 

basic consideration in determining the patentability of designs over the prior art is similarity of 

appearance"). "Therefore, in order to support a holding of obviousness, a primary reference 

must be more than a design concept; it must have an appearance substantially the same as the 

claimed design." M.P.E.P. § 1504.03 (citing In re Harvey, 12 F.3d 1061 (Fed. Cir. 1993)). 

Rejection #1 - U.S. Patent D515250 to Story with U.S. Patent D631208 to Gazaway 

I. THE FOA IMPROPERLY DISREGARDS THE EXPRESSLY CLAIMED 
STITCHING 

As previously asserted, the distinctive stitching of the bandana is part of the 

patentable design. Despite this express claim, the FOA acknowledges the references of record 

failure to disclose such stitching and erroneously alleges that the stitching may simply be 

disregarded. This assertion is entirely misplaced. 

From a review of the drawings, the stitching is an integral part and prominent feature of 

the design that adds to the distinct appearance of the overall claimed bandana design. Further, in 

addition to the border stitching encompassing the entirity of the bandana, the bandana design 

further includes distinctive rectangular stitching extending inward from the border stitching in a 

further distinctive manner. 

Accordingly, the assertion in the FOA that the stitching is de minimis or inconsequential 

is entirely unsupported. Rather, looking at the figures themselves, it is clear that the stitching is 

at least one of the more distinctive and prominent portions of the design of the bandana. 

In a different portion of the FOA, it is asserted that added stitching would be obvious. 

However, the FOA is in error as not providing anything but a conclusory statement regarding the 

2 

Case 2:24-cv-00058-ESW   Document 1   Filed 01/10/24   Page 78 of 120



addition of stitching. Further, there is no supplied reasoning regarding such an addition that 

would match the appearance shown in the claimed design. 

Thus, as it is clear that the cited references are not substantially the same as the claimed 

design, the rejection is in error and should be withdrawn. 

II. NEITHER STORY NOR GAZAWAY DISCLOSES THE ASYMMETRIC 
STITCHING OF THE BANDANA 

As best shown in FIG. 2, the claimed design of the bandana exhibits an asymmetric 

appearance due to the additional stitching on one side of the bandana. The refences of record 

entirely fail to disclose such a distinctive shape of the bandana design. 

Thus, as it is clear that the cited references are not substantially the same as the claimed 

design, the rejection should be withdrawn for this additional reason. 

III. NEITHER STORY NOR GAZAWAY DISCLOSES THE OVERALL 
SHAPE OF THE BANDANA 

The upper curvature of the instant design blends into two arms with rounded ends that 

are angled upward. Both Story and Gazaway further fail to disclose such a design and are both 

clearly not substantially the same as the claimed design. 

Further, the arms of Story's horse bandana are clearly two or more times longer and 

exhibit an entirely different appearance than that of the instant claimed design of the Bandana 

that includes relatively shorter, thicker arms that angle upward and terminate in the rounded 

ends. 

Further still, the straps of Story are not just narrower and squared-off, they are also not 

designed to be tied when secured to the horse (see FIG. 3 of Story), which effects the overall 

appearance of Story. In particular, it appears that the straps of Story provide some type of 

overlapping strap that is not tied. The clean lines of the overlapping straps when worn by a horse 

have a very different visual aesthetic. Further, adding the rounded ends of Gazaway would not 

change this appearance as the rounded ends would simply overlap. 

Finally, as shown in FIG. 8 of the claimed design, part of the claimed design involves the 

look of the Bandana as tied including the stitching. As above, Story does not have such a tied 
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appearance. Further, there appears to be no reason to add a tied appearance from Gazaway as 

this does not fit with the overall design of Story's horse bandana (see FIG. 3 of Story). 

Thus, the rejection should be withdrawn for this yet additional reason. 

Rejection #2 - U.S. Patent D309212 to Maletsky with Gazaway 

I. THE FOA IMPROPERLY DISREGARDS THE EXPRESSLY CLAIMED 
STITCHING 

As above, the distinctive stitching of the bandana is considered part of the 

patentable design. For the same reasons set forth above, this rejection is in clear error for 

disregarding the stitching as either being improperly construed by the Examiner as de minimis or 

inconsequential or for the lack of any valid reasoning on why the stitching would have been 

obvious to add in the appearance shown in the claimed design. 

Thus, as it is clear that the cited references are not substantially the same as the claimed 

design, the rejection is in error and should be withdrawn. 

II. NEITHER MALETSKY NOR GAZAWAY DISCLOSES THE 
ASYMMETRIC STITCHING OF THE BANDANA 

As above, the claimed design of the bandana exhibits an asymmetric appearance due to 

the additional stitching on one side of the bandana. The refences of record entirely fail to 

disclose such a distinctive shape of the bandana design. 

Thus, as it is clear that the cited references are not substantially the same as the claimed 

design, the rejection should be withdrawn for this additional reason. 

III. NEITHER MALETSKY NOR GAZAWAY DISCLOSES THE OVERALL 
SHAPE OF THE BANDANA 

The upper curvature of the instant design blends into arm with two rounded ends that are 

angled upward. Both Maletsky and Gazaway further fail to disclose such a design and are both 

clearly not substantially the same as the claimed design. 

4 

Case 2:24-cv-00058-ESW   Document 1   Filed 01/10/24   Page 80 of 120



Similar to Story, the arms of Maletsky's bandana are clearly longer and exhibit an 

entirely different appearance than that of the instant claimed design of the Bandana that includes 

relatively shorter, thicker arms that angle upward and terminate in the rounded ends. 

Further still, the straps of Maletsky are not just narrower and squared-off, they are also 

not designed to be tied when secured, which effects the overall appearance of Maletsky. The 

clean lines of the clasped straps have a very different visual aesthetic (see FIG. 1 of Maletsky). 

Further, adding the rounded ends of Gazaway would not change this appearance as the rounded 

ends would still include the clasps. 

Finally, as shown in FIG. 8, part of the claimed design involves the look of the bandana 

as tied including the stitching. As above, Maletsky does not have such a tied appearance. 

Further, there appears to be no reason to add a tied appearance from Gazaway as this does not fit 

with the overall design of Maletsky's clasped necktie (see FIG. 1 of Maletsky). 

In particular, the straps of Maletsky's necktie include a clasp and are not designed to be 

tied when worn. Neckties are designed to be worn around the collar of a dress shirt. The clasp of 

Maletsky's necktie appears to be designed to be located at the back of a dress-shirt collar. It 

would change the fundamental characteristics of the design of Maletsky to replace the straps and 

clasp. Further, it would appear to ruin the overall design of Maletsky as tied straps of a necktie 

at the back of a dress-shirt collar would create an entirely different design. Additionally, 

replacing the straps of Maletsky's necktie with the wider straps of Gazaway would cause the 

straps to extend beyond the collar when worn. 

Thus, the rejection should be withdrawn for this yet additional reason. 

For the reasons set forth above, the rejections should be reversed. 

Respectfully submitted, 
/Gregory C. Baker/ 
Gregory C. Baker 
Registration No. 61,335 
Attorney for Applicant 
PCFB LLC 
4001 South 700 East, Suite 500 
Salt Lake City, Utah 84107 
Telephone: 801-935-4935 

Date: June 26, 2023 
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Free shipping on all U.S. orders

Unleash Joy This Holiday Season
Experience the magic of the season with our exclusive holiday patterns!

Shop Now

Best Sellers
Shop now

Wonderland

From $18.95

Winter

From $18.95

Amber

From $24.95

Jolly

From $14.95Quick View Quick View Quick View Quick View

Our Collections

Bandanas Leashes Scrunchies Collections Size Guide Info Sale

0Search our store

Remy+Roo https://remyandroo.com/

1 of 4 12/13/2023, 4:23 PM
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New Arrivals Holiday Collection

Remy's Favorites Roo's Favorites

Dog fashion shouldn't cost a tail and a leg.
Remy+Roo bandanas were created to add a sense of style to your pup without breaking the bank.

Our durable polyester fabric and unique shape ensure a perfect fit for your pet.

Shop Now

Remy+Roo https://remyandroo.com/

2 of 4 12/13/2023, 4:23 PM
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What Humans Are Saying

These bandanas are amazing! The quality is very high compared

to some dog bandanas that I’ve gotten for my dog. It also has long

ends which makes it nice to tie and keep on the dogs neck. The

pictures online are exactly what you get which is awesome. My

dog is 6.5 months and weighs 7.6 lbs for a reference. Highly

recommend!

These are absolutely adorable!! Great durable, sturdy material.

High quality!! Would highly recommend and will be

repurchasing!! Don’t hesitate!

We love these bandanas! From the fabric quality to the custom

shape, it’s clear these were made with our cute doggos in mind.

I’m not worried about my doggo destroying them after one use

because the fabric is strong and durable. We love the scoop neck

and it fits our little Biscuit great (small size)! We just adopted him a

few months ago and love making him part of our family. Love

these festive designs and can’t wait to purchase the new patterns!

The quality is spot on! And the price is well worth it. I am kinda

obsessed with my girl Sadie and bandannas usually don’t fit her

well. However the Remy and Roo bandannas are cut to fit dogs

perfectly and the tie really nice. Sadie has gotten tons of likes on

her Instagram ������ I will be ordering her more in the future.

I’ve been buying this brand of bandana since my dog was young.

The shape makes for a cute bow when you tie them. They’re super

machine washable and don’t hold stains. They’ve had plenty of

grass stains that come right out in the wash and look and feel as

good as when I first started buying them.

These are SO cute!! Super durable also! My boys play hard at the

dog park and these don’t retain and of the dirt or debris. Also did

I mention they’re SO dang cute !!!

Lindsee—

Britney—

Andy—

Amanda—

Ethan—

Tre—
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Free shipping on all U.S. orders

Jolly
 6 reviews

$14.95
Size

Small Large XL

Quantity

1

Home Best Sellers Jolly Previous Next·

Bandanas Leashes Scrunchies Collections Size Guide Info Sale

0Search our store
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

Based on 6 reviews
 100% (6)

 0% (0)

 0% (0)

 0% (0)

 0% (0)

Add to Cart

Premium quality products at affordable prices

• Made from dual-layered 100% polyester fabric.

◦ More stain and wrinkle resistant than cotton bandanas.

◦ Easier to spot clean in quick situations and maintains color and shape after washing.

• Curved design to mimic your dog's natural neckline keeping the bandana closer to your pet’s body.

◦ Long ties create a bow shape.

◦ Fits comfortably while eliminating bulk, folds, and excess fabric.

• Patented Shape protected by US-D1000009-S.

Share

Customer Reviews

Free Unlimited Return for Store Credit or Exchanges for $1.98 via

Description Care

 11/24/2023
Verified Customer

A Perfect Fit
We used this picture for our Christmas cards, and the bandana made the picture look great! Milo loves the fit
and comfort of the bandana.

C


Most Recent
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You may also like

1 2  

 12/15/2022
Verified NICOLE BIFFLE

So cute!
I ordered a few Christmas bandanas for my pups and they look absolutely adorable. Will order more in the
future!

N


 12/13/2022
Verified K.K.C.A.

���

I adore Remy and Roo!!! Your Scarves Are Perfectly Perfect In Every Single Way!!! ❤��� ❤

K


 12/04/2022
Verified Sue M

Love the fabric!
Besides the fabulous designs, I love the unique fabric used for the bandanas. It’s soft but resists stains and
washes up beautifully.

S


 12/04/2022
Verified Adreanna Poggendick

I love it so much!!!

A

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Recently viewed

Noel

From $14.95

Juniper

From $14.95

Rubi
 13 reviews

From $24.95

Jack
 4 reviews

From $18.95

Spooky

From $18.95
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