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COMPLAINT 

Plaintiffs Columbia Insurance Co. (“Columbia”) and MiTek Inc. (f/k/a MiTek USA, Inc.) 

(“MiTek”) (collectively “Plaintiffs”), for their Complaint against Defendant Simpson Strong-Tie 

Company Inc. (“Simpson”), state as follows: 

Parties 

1. Plaintiff Columbia is incorporated under the laws of Nebraska having a principal 

place of business in Omaha, Nebraska. 

2. Plaintiff MiTek is incorporated under the laws of Missouri having a principal 

place of business in Chesterfield, Missouri. 

3. Defendant Simpson is incorporated under the laws of California having a 

principal place of business located at 5956 W. Las Positas Boulevard, Pleasanton, California 

94588. 

Jurisdiction and Venue 

4. This is an action for patent infringement under 35 U.S.C. § 271.  The Court has 

subject matter jurisdiction under 28 U.S.C. §§ 1331 and 1338(a). 

5. The Court has personal jurisdiction over Simpson in that Simpson is a California 

corporation with its principal place of business located in Pleasanton, California.   

6. Venue is proper in this District under 28 U.S.C. §§ 1391(c) and 1400(b) because 

Simpson has committed acts of infringement and has a regular and established place of business 

in this District. 

Factual Background 

7. Simpson and MiTek are direct competitors with both companies offering products 

across many of the same product segments, especially structural connectors for buildings. 

8. One of the most successful recent innovations in structural connectors is MiTek’s 

FWH Series Firewall Hanger (the “FWH Hangers”). The FWH Hangers are unique structural 

connectors designed to connect a truss or joist to wall framing. Wall framing is typically made 

from standard components, such as 2X4 or 2X6 wood studs. Wood-framed walls typically 

include a horizontal top plate formed by one or more of the wood studs, a horizontal bottom plate 
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or sill formed by one or more of the wood studs, and vertical wood studs spaced apart and 

extending between and interconnecting the top plate and the sill. 

9. The construction industry has used hangers for connecting structural components 

(e.g., floor joists) to wall structures for over a century. 

10. Traditional hangers for connecting trusses and joists to wall framing include a 

channel-shaped portion configured to receive the structural component and a connection portion 

configured for attachment to the top plate of a frame wall. 

11. Certain structures, such as multi-family residential structures, require fire 

separation walls between the units (e.g., apartment units, hotel rooms, and condominiums) to 

prevent or slow the spread of fires across units.  

12. Typically, fire retardant sheathing, such as gypsum board, is used along the face 

of the fire separation wall’s wood frame to improve the wall’s resistance to fire passing through 

the wall to the adjacent unit. 

13. For example, a typical method of achieving a two-hour fire rating for wall 

framing in the form of wood-framed walls is to use two layers (a double layer) of 5/8-inch-thick 

Type-X gypsum wallboard on each side of a wood-framed wall. This double layer of fire 

retardant sheathing is often required by the building code to be installed on the wood-framed 

wall from the floor all the way to the next level’s subfloor or, for the top level of a structure, to 

the structure’s roof.   

14. In using a traditional hanger for connecting a truss or joist to wall framing or a 

supporting member, the truss or joist is typically butted directly up against the wall framing or 

supporting member. As a result, cutouts are required in the fire retardant sheathing for the entire 

cross-sections of the trusses or joists to allow the trusses or joists to be hung from the wall 

framing. 

15. Such cutouts for an entire cross-section of a truss or joist create a large 

discontinuity in the fire retardant sheathing, thus decreasing the wall’s resistance to fire. 

16. The novel utility of MiTek’s method of constructing a fire-resistive wall assembly 

using fire wall hangers allows for installation prior to mounting sheathing on the wall, which in 
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turn allows a building to be completely framed and roofed before the sheathing is installed. 

17. The method of constructing a wall assembly with MiTek’s fire wall hangers also 

improves upon the method of traditional hangers with a novel extension that does not require a 

cutout for the entire cross-section of the joist as part of the installation, yet incredibly maintains 

the hanger’s load capacity.   

18. The novelty of the method of constructing a wall assembly with MiTek’s fire wall 

hangers was shown by, among other things, the MiTek FWH Hangers’ commercial success and 

industry praise. 

19. The utility of MiTek’s method of constructing a fire-resistive wall assembly is 

protected by the Patent-in-Suit. 

Patent-In-Suit 

20. On March 5, 2024, the United States Patent and Trademark Office duly and 

legally issued U.S. Patent No. 11,920,339 (“the ‘339 Patent”), entitled “Method of Constructing 

a Fire-Resistive Wall Assembly.”  A copy of the ‘339 Patent is attached as Exhibit A. 

21. The ‘339 Patent claims the benefit of and priority to Provisional Application No.: 

61/922,531, filed December 31, 2013; U.S. Patent Application No. 14/555,049, filed 

November 26, 2014, now U.S. Patent No. 10,024,049; U.S. Patent Application No. 15/675,409, 

filed August 11, 2017, now U.S. Patent No. 10,184,242; U.S. Patent Application No. 16/225,517, 

filed August 11, 2017, filed December 19, 2018, now U.S. Pat. No. 10,316,510; U.S. Patent 

Application No. 16/433,799, filed June 6, 2019, now U.S. Patent No. 11,021,867; and U.S. 

Patent Application No. 17/235,349, filed April 20, 2021. 

22. Columbia is the owner of the ‘339 Patent and holds all rights to sue for past, 

present, and future infringement of the ‘339 Patent. 

23. MiTek is the exclusive licensee of the ‘339 Patent.   

Simpson’s Infringement of the ‘339 Patent 

24. The ‘339 Patent pertains to the method of constructing a fire retardant wall 

assembly using hangers that are used for connecting structural components (e.g., trusses, joists, 

or beams) to fire-separation walls. 
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25. The improved method comprises a novel construction process for mounting, 

cutting, and installing a fire-resistive wall assembly that allows a building to be completely 

framed and roofed before fire-resistant sheathing is installed and maintains continuity in the fire 

wall, which maintains the fire wall’s resistance to fire. 

26. The ‘339 Patent contains two independent claims—Claims 1 and 27. 

27. Claim 1 recites: 

A method of constructing a fire-resistive wall assembly, the method comprising:  
 
mounting a fire wall hanger on a frame wall, the frame wall including a top plate and a 
plurality of studs extending down from the top plate, and the fire wall hanger including a 
channel-shaped portion sized and shaped to receive a structural component, a connection 
portion configured for attachment to the frame wall and an extension portion 
interconnecting the channel-shaped portion and the connection portion and spacing the 
channel-shaped portion from the connection portion, said step of mounting the fire wall 
hanger includes securing the connection portion of the fire wall hanger to the top plate of 
the frame wall so that the channel-shaped portion is spaced from the frame wall;  
 
cutting an opening into an exterior edge of fire retardant sheathing, the opening extending 
through a front face of the fire retardant sheathing and through a rear face of the fire 
retardant sheathing and opening outwardly from the exterior edge of the fire retardant 
sheathing; and  
 
after mounting the fire wall hanger on the frame wall and after cutting the opening into 
the exterior edge of the fire retardant sheathing, installing the fire retardant sheathing 
with respect to the frame wall so the rear face of the fire retardant sheathing faces toward 
the studs of the frame wall, said step of installing the fire retardant sheathing includes:  

 
inserting the fire retardant sheathing between the channel-shaped portion of the 
fire wall hanger and the frame wall; and  
 
moving the fire retardant sheathing relative to the fire wall hanger mounted on the 
frame wall so that an edge of the fire retardant sheathing bounding the opening 
moves alongside the extension portion and the fire wall hanger extends through 
the opening in the fire retardant sheathing.  

28. Claim 27 recites: 

 
A method of constructing a fire-resistive wall assembly, the method comprising:  
 
mounting a fire wall hanger on a frame wall, the frame wall including a top plate and a 
plurality of studs extending down from the top plate, and the fire wall hanger including a 
channel-shaped portion sized and shaped to receive a structural component, a connection 
portion configured for attachment to the frame wall and an extension portion 
interconnecting the channel-shaped portion and the connection portion and spacing the 
channel-shaped portion from the connection portion, said step of mounting the fire wall 
hanger includes securing the connection portion of the fire wall hanger to the top plate of 
the frame wall so that the channel-shaped portion is spaced from the frame wall;  
 
cutting an opening into an edge of fire retardant sheathing, the opening extending through 
a front face of the fire retardant sheathing and through a rear face of the fire retardant 
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sheathing and having an open top opening outwardly from the edge of the fire retardant 
sheathing; and  
 
after mounting the fire wall hanger on the frame wall and after cutting the opening into 
the edge of the fire retardant sheathing, installing the fire retardant sheathing with respect 
to the frame wall so the rear face of the fire retardant sheathing faces toward the studs of 
the frame wall, said step of installing the fire retardant sheathing includes:  
 

inserting the fire retardant sheathing between the channel-shaped portion of the 
fire wall hanger and the frame wall; and  
 
arranging the fire retardant sheathing relative to the fire wall hanger so that the 
fire wall hanger extends through the opening in the fire retardant sheathing and 
part of the extension portion of the fire wall hanger is received in the opening in 
the fire retardant sheathing. 

29. Simpson has made, used, sold, or offered for sale Strong-Tie Fire Wall Hangers 

that are adapted for connecting trusses and joist to walls. 

30. Simpson’s fire wall hangers are designed to connect a structural component to a 

wall that has two layers of 5/8-inch-thick drywall mounted on it. 

31. On information and belief, Simpson’s DGT/DGHT Fire Wall Hangers (the 

“Current DGT Hangers”) were designed specifically to practice the innovative method 

developed by MiTek and claimed in the ‘339 Patent in order to compete with MiTek’s uniquely 

useful offering in the market.  

32. Simpson markets and promotes its fire wall hangers to customers and potential 

customers in various forms, including in product literature published on its website and in print 

form. 

33. Simpson publishes information that directs consumers on the process for 

constructing a fire-resistive wall assembly. 

34. For example, in a page on its website, strongtie.com, entitled “Fire Wall 

Assembly Solutions for Multi-Story Wood Buildings,” Simpson instructs consumers that: “The 

DGT/DGHT fire wall hanger series easily installs on a two-hour wood-stud fire wall (e.g., Type 

III construction) during framing. These patent-pending, top-flange hangers provide space for two 

layers of 5/8” gypsum wall board (drywall) to be slipped into place after the framing is complete. 

The DGT/DGHT fire-rated wall hangers have been tested according to ASTM E814 and 

received a two-hour fire rating for use on one or both sides of the wall. This rating verifies that 

Case 5:24-cv-01652   Document 1   Filed 03/15/24   Page 6 of 117

file:///C:/Users/jaraujo/AppData/Roaming/iManage/Work/Recent/Office%20Accoun%20(9990000.7931)%20Araujo_%20Judith%20S/strongtie.com


 

-7- 

 Complaint for Patent Infringement 
CORE/3512456.1966/187957474.1 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

the DGT/DGHT hangers do not reduce the two-hour, fire wall assembly rating. The rating 

applies to both 2×4 and 2×6 walls.” See Exhibit B [print-out of 

strongtie.com/products/go/connectors/firewall-solutions]. 

35.  On the product page for Simpson’s DGT Fire Wall Hanger, Simpson advises 

consumers that this product is “the first fire wall hanger designed to install with a power nailer, 

saving time before hanging drywall, which helps keep construction projects on schedule. This 

top-flange hanger provides space for two layers of 5/8” gypsum board (drywall) to be slipped 

into place after the framing is complete,” and displays the following images, among others, for 

the installation of the hanger: 

 

36. On the product page for Simpson’s DGT Fire Wall Hanger, Simpson advises 

consumers as to the location and dimensions for cutting openings into an edge of fire retardant 

sheathing through which the fire wall hanger may extend. 
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37. The product page for Simpson’s DGHT Fire Wall Hanger provides consumers 

with similar installation information and images, including the following:  

 

38. Simpson also publishes additional details in product literature pertaining to its fire 

wall hangers that encourages consumers to install these connectors practicing a certain method. 

See Exhibits C, D, and E [print-outs of New Fire Wall Hangers Optimized for Power Nailers; 

DGT DGHT Fire Wall Hangers; and Memo re SST DGT and DGHT Installed without Face 

Fasteners].   

39. On information and belief, Simpson’s fire wall hangers are also available in the 

DGF, DGHF (including skewed versions and offset versions), and DGBF models (collectively 

the “DGF Series Hanger”).  The DGF Series are shown below: 

 

40. Simpson alleges that it began phasing out the DGF Series Hanger following the 

introduction of its Current DGT Hanger in June 2023.  
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41. On information and belief, Simpson has continued to make, use, sell, or offer to 

sell its DGF Series Hanger, including following the issuance of the November 3, 2023 issuance 

of the Post Grant Review Certificate for the ‘510 Patent. 

42. In a proposed Updated Joint Case Management Statement & [Proposed] Order 

Pursuant to Order Re: Case Status provided to Plaintiffs’ counsel in a separate litigation, on 

November 8, 2023, Simpson stated: 

 
Although Defendant has phased out the DGF product line and replaced it with the 
DGT product line on the strongtie.com website and in other marketing materials, 
Defendant informed Plaintiffs on August 11, 2023 that Defendant reserved the 
right to continue to sell the DGF Series Hangers moving forward and in fact 
intends to do so.  To be more specific, the Accused Products have been specified 
on engineering plans for multiple projects where the construction has not yet been 
completed and Defendant understands that it may receive inquiries from 
prospective customers that wish to purchase and use the DGF, DGHF and/or 
DGBF.  Defendant currently has an inventory of the DGF, DGHF and DGBF 
products in stock and may sell such products in the future.  Defendant also has the 
capability and materials on hand to manufacture additional DGF Series Hangers 
should that become necessary. 
 

43. On information and belief, Simpson’s DGF Series Hanger was designed 

specifically to practice the innovative method developed by MiTek and claimed in the ‘339 

Patent in order to compete with MiTek’s uniquely useful offering in the market.  

44. For example, Simpson’s product literature pertaining to its DGF Series Hanger 

instructed consumers that: “[The DGF fire wall hanger is] ideal for multi-family, multi-level 

building construction and easily installs on a two-hour wood stud fire wall (e.g., Type III 

construction) during framing. This fire wall series features three models of top-flange hangers 

that connect floor trusses and joists to wood stud walls. The hangers feature enough space for 

two layers of 5/8" gypsum board (drywall) to be slipped into place after the framing is complete. 

The joist hanger gives the completed assembly the ability to function as a two-hour fire-rated 

wall.” See Exhibit F. 

45.  Simpson’s product literature pertaining to its DGF Series Hanger displays the 

following images, among others, for the installation of the hanger: 
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46. Simpson’s product literature pertaining to its DGF Series Hanger advises 

consumers as to the dimensions for cutting openings into an edge of fire retardant sheathing for 

the fire wall hanger to extend through:  

 

47. Simpson’s conduct specifically encourages consumers to practice the method 

developed by MiTek and covered by at least Claims 1 and 27 of the ‘339 Patent. 
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48. Simpson makes, offers to sell, and sells its fire wall hangers especially for use in a 

method that infringes at least Claims 1 and 27 of the ‘339 Patent. 

49. Simpson makes, offers to sell, and sells its fire wall hangers with the intent that 

they be used in a method that infringes the ‘339 Patent. 

50. Simpson’s fire wall hangers do not have a substantial non-infringing use outside 

of use for practicing the method covered by the ‘339 Patent. 

51. Simpson acted with knowledge that its fire wall hangers would be used by 

consumers to practice the method covered by the ‘339 Patent. 

52. Simpson’s conduct infringes, either by inducement or contributorily, at least claim 

1 of the ‘339 Patent. 

Simpson’s Willful Infringement 

53. MiTek released its FWH Hangers in July 2014, which were the subject of a then-

pending provisional patent application to which the ‘339 Patent claims priority. 

54. By late 2013, or early 2014, Simpson introduced its DU/DHU/DHUTF Drywall 

Hangers to the market and promoted them as designed for installation on fire walls over two 

layers of fire-resistant sheathing. 

55. Installation of the DU/DHU/DHUTF Drywall Hangers requires installation of the 

two layers of fire-resistant sheathing prior to installation of the hanger.  This required the 

sheathing to be installed prior to the building being completely framed and roofed. 

56. In contrast to Simpson’s DU/DHU/DHUTF Drywall Hangers, MiTek’s FWH 

Hangers allowed for installation prior to mounting sheathing on the wall.  This allows the 

building to be completely framed and roofed before the sheathing is installed. 

57. Because of the novel, load-transfer design and utility, MiTek’s patented FWH 

Hangers also achieved substantially higher load ratings than Simpson’s DU/DHU/DHUTF 

Drywall Hangers.  This permits the MiTek patented FWH Hangers to be used with longer joist 

spans. 

58. MiTek’s FWH Hangers received validation by third party evaluators as 

complying with code requirements.  See Exhibit G.  MiTek’s FWH Hangers were well-received 
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by customers and municipalities, and MiTek has gained new customers due to the innovative 

features and functions of its FWH Hangers.  Certain municipalities now require hanger products 

with similar features and functionality as MiTek’s patented FWH Hangers.   

59. On the other hand, despite being the market share leader for structural connectors, 

Simpson lost customers for its own fire wall hanger products to MiTek’s patented FWH 

Hangers.  In response, Simpson sought to develop a new hanger to compete with MiTek’s FWH 

Hangers. 

60. Since MiTek’s release of its FWH Hangers, which provided a novel design and 

method for constructing fire-resistant wall assemblies, Simpson has engaged in a concerted effort 

to infringe on MiTek’s innovation.  

61. In discussing the development of a predecessor line of Fire Wall Hanger products, 

Simpson Vice President, Sam Hensen, testified that: 

 
Although the DHU Hangers were successful in the market, some Simpson 
customers requested a firewall hanger that could be installed before the drywall, 
but which would achieve a fire-resistance rating that was closer to the DHU Hanger. 
Specifically, scheduling conflicts between framing contractors and drywall 
contractors arose, requiring drywall contractors to come out before the framing was 
complete so they could put the drywall in place and then come back later to finish 
the job once framing was complete. As a result, after the DHU Hangers were 
developed and released, Simpson worked on the design, development, and testing 
of the products that were released to the market as the DG/DGB/DGH Fire Wall 
Hangers. 

Exhibit H at ¶ 11. 

62. Simpson’s DG/DGB/DGH Fire Wall Hangers (the “Predecessor DG Hangers”) 

were developed to compete with MiTek’s patented FWH Hangers.   

63. Upon information and belief, Simpson copied the novel load-transfer design and 

utility found in MiTek’s FWH Hangers to improve the load capacity of its existing, competing 

hangers. 

64. Upon information and belief, Simpson’s Predecessor DG Hangers were released 

to the market in June 2017. 

65. In a letter dated December 19, 2018, Columbia’s counsel notified Simpson that 

the claims of the U.S. Patent Application No. 15/675,409 (the “‘409 Application”) were allowed 
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and that Simpson’s Predecessor DG Hangers fell within the scope of the allowed claims (U.S. 

Patent No. 10,184,242 Patent (the “‘242 Patent”), which issued on January 22, 2019). See 

Exhibit I. 

66. Simpson has been on notice of the ‘510 Patent since 2019. 

67. On April 1, 2019, Simpson released the DGF Series Hanger to the market to 

replace its Predecessor DG Hangers. 

68. In a letter dated May 28, 2019, Columbia’s counsel notified Simpson that the 

claims of the ‘517 Application had been allowed and that the DGF Series Hanger fell within the 

scope of the allowed claims (U.S. Patent No. 10,316,510 Patent (the “‘510 Patent”), which issued 

on June 11, 2019). See Exhibit J. 

69. The May 28, 2019 letter suggested that Simpson “immediately arrange to stop 

selling and offering for sale the DGF, DGHF and DGBF fire wall hangers by June 11, 2019, as 

well as any others that infringe [the claims of the ‘510 Patent that were to issue from the ‘517 

Application].” 

70. With full knowledge of the ‘510 Patent, Simpson failed to modify the DGF Series 

Hanger and refused to stop infringing MiTek’s ‘510 Patent at that time.   

71. As a result, on August 12, 2019, Plaintiffs filed a lawsuit for patent infringement, 

Columbia Insurance Company et al. v. Simpson Strong-Tie Company Inc., Case No. 3:19-cv-

04683-TSH (N.D. Cal.), claiming that the DGF Series Hanger infringed the ‘510 Patent. 

72. The DGF Series Hanger is within the scope of the substitute claim of the ‘510 

Patent. 

73. On information and belief, Simpson is aware that the DGF Series Hanger is 

within the scope of the substitute claim of the ‘510 Patent.   

74. To date, Simpson has never claimed that the DGF Series Hanger is outside of the 

scope of the ‘510 Patent. 

75. On information and belief, seemingly conceding the validity of MiTek’s claims 

against the DGF Series, Simpson purportedly discontinued sale of said hangers on or around 

October 2023. 
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76. On information and belief, on or around October 2023, Simpson released a new 

line of fire wall hangers—the Current DGT Hangers—to replace the DGF Series Hanger. 

77. Simpson’s Current DGT Hangers constitute Simpson’s latest attempt to copy the 

design and utility of MiTek’s patented FWH Hangers, and on information and belief were 

designed specifically to practice the innovative method developed by MiTek—and claimed in the 

‘339 Patent—in order to compete with MiTek in the marketplace. 

78. On information and belief, Simpson also continues to sell the DGF Series Hanger 

and continues to instruct customers to use the DGF Series Hanger in a manner which induces 

infringement of the ‘339 Patent. 

79. On March 5, 2024, the ‘339 Patent issued. The ‘339 Patent was filed as a 

continuation of the patent applications that resulted in the previously-challenged ‘510. 

80. On information and belief, Simpson was monitoring the status and content of the 

application that resulted in the ‘339 Patent.   

81. On information and belief, Simpson was aware of the claims that issued in the 

‘339 Patent while the application for the ‘339 Patent was pending.   

82. On information and belief, Simpson was aware that the ‘339 Patent would issue in 

advance of its March 5, 2024 issuance date. 

83. Simpson had actual knowledge of the ‘339 Patent as of at least March 4, 2024 

when counsel for MiTek emailed Simpson’s counsel indicating that the ‘339 Patent would issue 

on March 5, 2024. 

84. Simpson’s infringing conduct is within the scope of at least Claims 1 and 27 of 

the ‘339 Patent. 

85. Simpson was aware that its infringing conduct would be within the scope of 

claims of the ‘339 Patent in advance of its March 5, 2024 issuance. 

86. Simpson’s infringing conduct continued in the market after the March 5, 2024 

issue date of the ‘339 Patent. 

87. Simpson’s knowledge of the ‘339 Patent and continued infringing conduct makes 

its infringement deliberate and intentional.   
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88. Simpson was aware of MiTek’s then-existing patent applications related to its 

FWH Hangers when it developed its competing Predecessor DG Hangers.  

89. Simpson personnel, including its current Vice President Mr. Hensen, receive 

internet-based news alerts (e.g. Google Alerts) regarding MiTek product offerings and have 

received such alerts pertaining to MiTek’s FWH Hangers and associated intellectual property.   

90. Simpson personnel have also utilized non-work e-mail accounts to subscribe to 

news feeds directly from MiTek so they can receive, in an inconspicuous manner, news alerts 

related to MiTek’s FWH Hangers directly from MiTek. 

91. Simpson monitors MiTek patent filings. 

92. Simpson has monitored MiTek patent filings for at least the past 8 years. 

93. Simpson monitors MiTek patent filings related to MiTek’s FWH Hanger product 

line. 

94. Simpson has monitored MiTek patent filings related to MiTek’s FWH Hanger 

product line for at least the past 8 years. 

95. Simpson monitored, and was aware of, the pending and allowed claims found in 

MiTek’s FWH Hanger patent filings—including the claims for the ‘339 Patent—prior to the 

issuance of that patent. 

96. Mr. Hensen acknowledged that “[p]rior to Simpson’s release of the DG Hangers, 

Simpson was aware of MiTek’s FWH Hanger and the fact that Plaintiffs had filed a patent 

application covering the FWH Hanger” and that “[i]n developing the [Predecessor DG Hangers], 

Simpson was careful to design around Plaintiffs’ then-pending patent application, U.S. Pat. Appl. 

14/555,049 (the “‘049 Application”).”  Exhibit H at ¶ 14.  

97. Simpson’s knowledge of the ‘339 Patent, as well as MiTek’s other FWH Hanger 

patents, tacit concessions of validity, and continued sale of the infringing fire wall hangers 

designed to be used in a manner that infringes on MiTek’s patented design and method makes its 

infringement deliberate and intentional. 
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COUNT I 

Infringement of U.S. Patent No. 11,920,339 

98. Plaintiffs incorporate by reference Paragraphs 1 through 97 above, as if fully set 

forth herein. 

99. Simpson has known of the ‘339 Patent since no later than March 4, 2024. 

100. The ‘339 Patent requires the use of a fire wall hanger as a material aspect of 

practicing the claims of the ‘339 Patent. 

101. Since knowing of the ‘339 Patent, Simpson has actively induced infringement of 

one or more claims of the ‘339 Patent, including by manufacturing, offering for sale, and selling 

its fire wall hangers and providing instructions to consumers in the United States that instruct 

consumers to infringe each and every element of one or more claims of the ‘339 Patent. 

102. Simpson possessed specific intent to induce direct infringement of at least one 

claim of the ‘339 Patent by consumers that purchased Simpson’s fire wall hangers. 

103. Since knowing of the ‘339 Patent, Simpson has contributed to infringement of one 

or more claims of the ‘339 Patent by manufacturing, offering for sale, and selling its fire wall 

hangers and providing instructions to consumers in order for consumers to infringe on the 

method disclosed by the ‘339 Patent. 

104. Simpson’s fire wall hangers, including the Current DGT Hanger and DGF Series 

Hangers, are designed for use in fire-resistant wall assemblies and have no substantial non-

infringing use. 

105. Simpson’s fire wall hangers, including the Current DGT Hanger and DGF Series 

Hangers, are especially made and adapted for use in fire-resistant wall assemblies covered by at 

least one claim of the ‘339 Patent.  

106. Simpson’s fire wall hangers, including the Current DGT Hanger and DGF Series 

Hangers, are not staple articles or commodities of commerce suitable for substantial non-

infringing use. 

107. Simpson’s fire wall hangers, including the Current DGT Hanger and DGF Series 

Hangers, would be impractical, inefficient, and inutile for constructing fire-resistant wall 
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assemblies other than for use with the method covered by the ‘339 Patent. 

108. Simpson has contributed to the infringement of the ‘339 Patent by selling fire wall 

hangers, including the Current DGT Hanger and DGF Series Hangers, with installation 

instructions for use in fire wall assemblies, knowing that the fire wall hangers are especially 

designed for use in the method covered by one or more of the claims of the ‘339 Patent and are 

not a staple article of commerce suitable for substantial non-infringing use. 

109. Simpson has indirectly infringed under 35 U.S.C. § 271(b) and/or (c).  

110. On information and belief, Simpson’s infringement has been knowing and willful. 

111. Simpson’s infringement and behavior was egregious, wanton, malicious, and in 

bad faith. 

112. On information and belief, Simpson’s infringement will continue unless enjoined 

by the Court. 

113. As a direct and proximate result of Simpson’s acts of infringement, Plaintiffs have 

suffered and continue to suffer damages and irreparable harm. 

114. Plaintiffs are without an adequate remedy at law and will be irreparably harmed if 

the Court does not enter an order enjoining Simpson from infringing the ‘339 Patent.  

Prayer for Relief 

WHEREFORE, Plaintiffs Columbia and MiTek request that the Court enter judgment for 

Plaintiffs, and against Defendant Simpson, and respectfully pray that the Court enter an order: 

A. Finding that Defendant Simpson have indirectly infringed U.S. Patent 

No. 11,920,339 under 35 U.S.C. § 271; 

B. Finding that Defendant Simpson’s infringement has been willful; 

C. Enjoining Defendant Simpson and its respective officers, agents, servants, 

employees, and attorneys, and all of those persons in active concert or participation with any of 

them from directly or indirectly infringing any claim of U.S. Patent No. 11,920,339; 

D. Awarding compensatory damages to Plaintiffs under 35 U.S.C. § 284; 

E. Trebling the damage award under 35 U.S.C. § 284; 

F. Awarding Plaintiffs pre-judgment and post-judgment interest; 
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G. Finding this to be an exceptional case under 35 U.S.C. § 285 and awarding 

Plaintiffs their reasonable attorneys’ fees and expenses in this action; 

H. Awarding Plaintiffs their costs in this action; and 

I. Awarding such other and further relief as the Court deems just and proper. 

Jury Demand 

Under Rule 38(b) of the Federal Rules of Civil Procedure, Columbia and MiTek demand 

a trial by jury of all issues so triable. 

 

Dated: March 15, 2024   Respectfully submitted, 

       

By: /s/ Duane H. Mathiowetz  

 

Duane H. Mathiowetz (CA# 111831) 

PRACTUS, LLP  

201 Spear Street, Suite 1100 

San Francisco, CA 94105 

Phone: 415-501-0350 

Email: duane.mathiowetz@practus.com  

 

B. Scott Eidson (Pro Hac Vice TBF)  

John R. Schroeder (Pro Hac Vice TBF) 

Julie C. Scheipeter (Pro Hac Vice TBF)  

Judith Araujo (Pro Hac Vice TBF)  
Zachary T. Buchheit (Pro Hac Vice TBF) 

STINSON LLP 

7700 Forsyth Blvd., Suite 1100  

St. Louis, MO 63105  

Phone: 314-863-0800  

Email: scott.eidson@stinson.com 

Email: john.schroeder@stinson.com  

Email: julie.scheipeter@stinson.com  

Email: judith.araujo@stinson.com 
Email: zachary.buchheit@stinson.com 
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Fire Wall Assembly Solutions for Multi-Story Wood Buildings

Today, one of the fastest-growing segments of new residential construction is light-frame wood multi-story buildings. Several years ago, a key
building code change provided an exception allowing wood-framed buildings to be classified as Type III construction. To meet the more
stringent fire-resistant ratings for Type III construction, the exception in the building code requires wood members in load-bearing exterior
walls to be treated with a fire-resistive chemical and to have a two-hour fire rating which commonly includes two layers of 5/8" gypsum wall
board, or drywall.

Fire-Resistant Code Requirements for Modern Type III Wood Construction
Importantly, these hangers are code-listed under ICC-ES ESR-2553 and have been tested and rated at an accredited laboratory and
received a two-hour rating for use on one or both sides of the wall. Rating that the hangers do not reduce the two-hour, fire wall
assembly rating.

A fire wall assembly is tested at Intertek's laboratory in Middleton, WI.

Search...

Case 5:24-cv-01652   Document 1   Filed 03/15/24   Page 76 of 117

https://www.strongtie.com/


2/24/24, 8:44 AM Fire Wall Hanger for Multi-Family Construction | Simpson Strong-Tie

https://www.strongtie.com/products/go/connectors/firewall-solutions 2/9

How Fire Walls Are Tested
ASTM E814 is a test that evaluates penetrations into a known wall type. In a controlled laboratory testing facility, hangers are installed
on wood walls that are designated as two-hour fire walls in the IBC. The assembly of a 2x stud wall with two layers of drywall on both
sides is exposed to fire for two hours in accordance with the ASTM E119 time vs. temperature curve. The assembly complies with the
IBC requirements for through penetrations of fire-resistance-rated walls if it does not pass flame before the two-hour test is complete.

Full Range of Fire Wall Assembly Solutions
DGT  / DGHT™ Hangers

The DGT/DGHT fire wall hanger series easily installs on a two-hour wood-stud fire wall (e.g., Type III construction) during framing.
These patent-pending, top-flange hangers provide space for two layers of 5/8" gypsum wall board (drywall) to be slipped into place
after the framing is complete. The DGT/DGHT fire-rated wall hangers have been tested according to ASTM E814 and received a two-
hour fire rating for use on one or both sides of the wall. This rating verifies that the DGT/DGHT hangers do not reduce the two-hour,
fire wall assembly rating. The rating applies to both 2×4 and 2×6 walls.

™

DGT Hangers 
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DHU Hangers - DHUTF Top-Mount Hangers

The DU/DHU face-mount and the DHUTF top-mount hangers are designed to carry joist floor loads to a wood-stud wall through two layers of
5/8" gypsum board (drywall). These hangers install after the drywall is in place. For widths at least 2 1/2" wide, they can be ordered with one
flange concealed. They can also be ordered skewed up to 45°. These hangers have been tested according to ASTM E814 and received F
(flame) and T (temperature) ratings for use on one or both sides of the wall. These ratings verify that the DU series hangers do not reduce the
two-hour, fire wall assembly rating.

DHU Hangers

Additional Fire-Rated Hangers
In addition to the DGT and DGHT hangers, we offer several heavy-duty, face-mount hangers that have been tested according to ASTM
E814 and received a two-hour fire rating. This rating verifies that these hangers do not reduce the two-hour fire wall assembly rating.
These hangers can be installed over two layers of 5/8" drywall. For installation and allowable loads for these hangers, refer to
engineering letter L-C-FACEMNTFW.
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HHGU 
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Fastener Solution

Simpson Strong-Tie offers a third solution for installing drywall in Type III construction. The Strong-Drive  SDWS TIMBER screw may be
installed with one or two layers of 5/8" gypsum board. This layer of gypsum can be located between the side and main member for a standard
connection, and between the ledger and sheathing for a ledger connection. Loads are derived from assembly testing based on ICC-ES
AC233.

SDWS TIMBER Screw

®
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Strong-Drive  SDWS TIMBER Screw Fire Wall Solution

The Strong-Drive SDWS TIMBER screw may be installed with one or two layers of 5/8" gypsum board. This layer of gypsum can be located
between the side and main member for a standard connection, and between the ledger and sheathing for a ledger connection. Loads are
derived from assembly testing based on ICC-ES AC233.

Product Information

Technical Information

®

About Simpson Strong‑Tie

Careers

Social Impact

Product Use & Corrosion Info

Blogs

Subscribe to Our Newsletter
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Privacy Policy User Agreement Limited Warranties Terms & Conditions

© 2024 Simpson Strong-Tie Company, Inc. All Rights Reserved

Connect With Us

SubscribeEnter your email address

By checking this box, I agree to receive communications from Simpson Strong-Tie in accordance with their privacy policy.
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For Immediate Release For more information, contact:
Feb. 10, 2016 Joram Suede
www.icc-es.org Tel: 1-800-423-6587 x3727

jsuede@icc-es.org

ICC-ES Issues ESR-3444 to MiTek for FWH Fire Wall Hangers
Report demonstrates proof of compliance to codes and standards

ICC Evaluation Service (ICC-ES), the experts in building product evaluation and certification, has 
issued ESR-3444 to MiTek USA for their FWH Fire Wall Hangers, providing evidence they comply 
with code requirements of the 2012, 2009 and 2006 International Building Codes® (IBC) and 
International Residential Codes® (IRC).

The FWH Top Mount Firewall Hanger is designed for attaching wood truss, wood I-joist, solid 
sawn lumber, or engineered wood lumber floor framing members to either minimum double 2-by 6 
nominal wall top plates of wood frame walls or double 2-by solid sawn lumber headers, prior to 
installation of two layers of 5/8-inch-thick (15.9 mm) gypsum wallboard.

“We are pleased to issue another report to MiTek USA, a manufacturer of innovative building 
products who continue to rely on ICC-ES’ technical expertise and high-quality reports, demonstrating 
proof of code compliance”, said ICC-ES President Shahin Moinian, P.E.”  “ICC-ES reports provide 
code officials with technical information to instantly approve products for installation.”

ICC-ES thoroughly examined MiTek USA’s product information, test reports, calculations, 
quality control methods and other factors to ensure the product is code-compliant. 

“MiTek USA is honored to receive this respected third-party validation of its new FWH Fire Wall 
Hanger,” said Maged Diab, President for MiTek Builder Products - MiTek USA. “This ICC-ES 
evaluation report will provide added confidence for specifiers who are looking for a work-saving fire 
wall hanger solution.” 

About ICC-ES
A nonprofit, limited liability company, ICC-ES is the United States’ leading evaluation service for 
innovative building materials, components and systems. ICC-ES Evaluation Reports (ESRs),
Building Product Listings and PMG Listings provide evidence that products and systems meet 
requirements of codes and technical standards. The ICC-ES  Environmental Programs issue VAR 
environmental reports that verify a product meets specific sustainability targets defined by today’s 
codes, standards, green rating systems and ICC-ES environmental criteria. The Environmental 
Programs now offer Environmental Product Declarations (EPDs), to meet global market demand for 
science-based, transparent, quality-assured information about a product’s environmental performance. 
ICC-ES is a member of the ICC Family of Companies. For more information, please visit www.icc-
es.org.
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SHARTSIS FRIESE LLP 
JOSEPH V. MAUCH (Bar #253693) 
jmauch@sflaw.com 
DANIEL M. PONIATOWSKI (Bar #306754) 
dponiatowski@sflaw.com
One Maritime Plaza, Eighteenth Floor 
San Francisco, CA  94111-3598 
Telephone: (415) 421-6500 
Facsimile: (415) 421-2922 

Attorneys for Defendant
SIMPSON STRONG-TIE COMPANY INC. 

UNITED STATES DISTRICT COURT 

NORTHERN DISTRICT OF CALIFORNIA 

SAN FRANCISCO DIVISION 

COLUMBIA INSURANCE CO. and 
MITEK INC., 

Plaintiffs,

v.

SIMPSON STRONG-TIE COMPANY 
INC.,

Defendant.

Case No. 3:19-CV-04683-TSH

DECLARATION OF SAM HENSEN IN 
SUPPORT OF OPPOSITION TO 
MOTION FOR PRELIMINARY 
INJUNCTION 

Date: October 3, 2019 
Time: 10:00 a.m. 
Ctrm: A, 15th Floor 
Judge: Magistrate Thomas S. Hixson 
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I, SAM HENSEN, declare as follows: 

1. I am a Vice President and General Manager of Connectors and Lateral Systems at 

Simpson Strong-Tie Company Inc., Defendant in the above-captioned case. I provide this 

Declaration in support of Simpson Strong-Tie Company Inc.’s (“Simpson”) Opposition to 

Plaintiffs Columbia Insurance Co. and MiTek Inc.’s Motion for Preliminary Injunction. I have 

personal knowledge of the facts set forth herein, except as to matters stated on the basis of 

information and belief, and I believe such matters to be true. If called as a witness, I would 

testify as to the matters stated herein. 

Factual Background Regarding Simpson

2. For more than 60 years, Simpson has focused on creating structural products that 

help people build safer and stronger homes and buildings. Simpson invests heavily in research 

and development, and since its founding has been dedicated to continuously expanding its line of 

structural connectors with innovative new products that address the changing needs of its 

customers. Simpson has also invested significant amounts obtaining code approval and code 

reports for its products. 

3. Simpson’s structural connectors are identified and described in its 340-page 

Wood Construction Connectors catalog. See

<https://embed.widencdn.net/pdf/plus/ssttoolbox/jg8ztjcq8z/C-C-2019.pdf>. The catalog 

provides detailed information about each product, including load values, specifications, code 

approvals and other information used by structural engineers, specifiers, code-approval agencies, 

building departments, architects, designers and other consumers who purchase and use Simpson 

products.

4. Simpson was one of the first companies to introduce an extensive product line of 

structural connectors used in wood-to-wood and wood-to-concrete construction. From the 

beginning, Simpson made a substantial effort to connect with building designers in order to 

understand their needs and design products to meet their specific requirements for building 

design. As a result of Simpson’s leading role and unparalleled reputation in the industry, building 

plans for a structure often call out Simpson’s products by name and then require “Simpson or 

Case 5:24-cv-01652   Document 1   Filed 03/15/24   Page 106 of 117



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

- 2 -
Case No. 3:19-CV-
04683-TSH 

DECL. SAM HENSEN ISO OPPOSITION TO MOTION FOR 
PRELIMINARY INJUNCTION 

SH
A

R
T

SI
S 

FR
IE

SE
 L

LP
 

O
N

E
 M

A
R

IT
IM

E
 P

LA
ZA

 
E

IG
H

T
E

E
N

T
H

 F
LO

O
R

 
SA

N
 F

R
A

N
C

IS
C

O
, C

A
  9

41
11

-3
59

8 

equivalent” in order to comply with building codes. Over time, other companies entered this 

market to compete with Simpson. Rather than dedicating significant investment to research and 

development, most of these companies attempted to copy or knock-off the Simpson products.

5. As a company that is built on innovation and intellectual property, Simpson is 

respectful of and highly values intellectual property rights, both its own rights and the rights of 

others. Simpson has obtained approximately 900 patents over the past 60 years. Simpson’s patent 

portfolio covers a wide array of inventions related to construction products, including over 100 

patents related to joist hangers. 

Factual Background on MiTek and USP

6. According to MiTek’s website, MiTek is a global supplier of software, engineered 

products, services, and automated manufacturing equipment. In 2011, Plaintiff MiTek Inc. 

(“MiTek”) acquired USP Structural Connectors (“USP”), one of the companies in the market 

with Simpson. 

Simpson Joist Hangers 

7. A “joist hanger” or “hanger” is a type of structural connector, typically made of 

metal, that is used to secure the ends of joists, trusses, or other structural members to headers, 

walls, or other support members. Simpson has for many years been selling a diverse line of 

hangers to handle almost any application, including hangers with top flanges, face mount 

hangers, and skewed and sloped hangers. The following are just a few examples of the wide 

array of hangers currently marketed by Simpson:  

HUCQ Heavy-Duty Face-
Mount Joist Hanger 

JB Joist, Beam and Purlin 
Top-Flange Hangers 

LSSR Slopeable/Skewable 
Rafter Hanger THAI Adjustable Hanger 
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WMU GFCMU Top-
Flange Hanger 

WP High-Capacity Top-
Flange Hangers 

ITS Engineered Wood 
Product Top-Flange 

Hangers 
BA Top-Flange Hangers 

or HUF

As noted above, Simpson obtained patents related to many of these hangers. See, e.g., U.S. 

3,601,428; 3,752,512; 4,005,942; D248,275; 4,230,416; 4,261,155.

Simpson DHU Hangers 

8. Simpson has been working on the development of fire wall hangers or drywall 

hangers since at least as early as around 2013. Many of the buildings in which Simpson products 

are installed are subject to fire and safety codes. As merely one example, multi-family structures 

such as apartment buildings typically require partitions between units to have a fire-resistance 

rating of not less than two hours. One common way to achieve this rating is to mount fire-

resistant sheathing, such as gypsum board (also known as “drywall”), along the walls. 

Particularly, two layers of 5/8 inch thick drywall are often used to achieve the required two-hour 

rating.

9. In 2013, building codes changed, allowing for wood structures to be built taller 

and more dense, leading to increased demand for hangers that would allow larger wood-framed 

structures to meet the new fire-resistance regulations. Hangers sold at the time could not be 

installed after drywall (because doing so would crush the drywall), so it was common to install 

the hangers before the drywall, which required cutting “notches” or “cutouts” around the 

hangers. However, these large cutouts exposed the wood framing and impaired the fire-resistance 

rating. To solve this problem, Simpson developed a new hanger that was installed over the 

typical two layers of 5/8 inch drywall without damaging the drywall. 

10. In December 2013, Simpson introduced the DU/DHU/DHUTF Drywall Hangers 

(the “DHU Hangers”). Prior to Simpson’s first public disclosure, Simpson filed a patent 
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application covering the DHU Hangers on December 14, 2013. As shown on the cover page of 

U.S. Patent No. 9,394,680 (“Bundy”), the DHU Hangers are sized to permit two layers of 5/8 

inch thick sheathing to be used for a fire-separation wall: 

The fire-resistance rating of the DHU Hangers is superior to the rating achieved when drywall is 

notched around the entire joist and hanger, as described above. 

Simpson DG Hangers 

11. Although the DHU Hangers were successful in the market, some Simpson 

customers requested a firewall hanger that could be installed before the drywall, but which 

would achieve a fire-resistance rating that was closer to the DHU Hanger. Specifically, 

scheduling conflicts between framing contractors and drywall contractors arose, requiring 

drywall contractors to come out before the framing was complete so they could put the drywall 

in place and then come back later to finish the job once framing was complete. As a result, after 

the DHU Hangers were developed and released, Simpson worked on the design, development, 

and testing of the products that were released to the market as the DG/DGB/DGH Fire Wall 

Hangers (collectively, the “DG Hangers”).

12. In designing the DG Hangers, Simpson combined the teachings of the Bundy 

Patent with its decades of experience designing joist hangers. The DG Hangers featured a simple 

(but, from an engineering perspective, elegant) design that resembles many of Simpson’s 

successful prior art hangers (incorporating the same type of channel-shaped portion and top and 

back flange as many of its prior art hangers) and is quite different from  MiTek’s FWH Hanger. 

The DG Hangers also incorporated the spacing of the DHU Hangers (and the Bundy Patent), 

which allowed for the inclusion of two layers of 5/8” sheathing to create a fire-resistant barrier.
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13. When Simpson released the DG Hangers to the market in June of 2017, the 

products were successful. Simpson’s design was less costly to make than MiTek’s complicated 

design, allowing Simpson to charge a lower price, which, along with the ease of installation and 

Simpson’s unparalleled reputation, led to increasing demand for the DG Hangers.

Plaintiffs’ U.S. 10,024,049 Patent 

14. Prior to Simpson’s release of the DG Hangers, Simpson was aware of MiTek’s 

FWH Hanger and the fact that Plaintiffs had filed a patent application covering the FWH Hanger. 

In developing the DG Hangers, Simpson was careful to design around Plaintiffs’ then-pending 

patent application, U.S. Pat. Appl. 14/555,049 (“the ’049 Application”).

15. Plaintiffs have never asserted that any Simpson products infringe the ’049 Patent. 

Plaintiffs’ U.S. 10,184,242 Patent 

16. Simpson was unaware of the new claims added to the ’409 Application until 

Plaintiffs sent Simpson’s counsel a letter on December 19, 2018.  

Development and Patenting of DGF Product Line

17. When Simpson became aware of the claims of the ’409 Application that matured 

into the ’242 Patent, Simpson designed around Plaintiffs’ patent claims. On April 1, 2019 

Simpson announced the DGF/DGHF/DGBF Fire Wall Hangers (collectively, the “Accused 

Products”).

18. The Accused Products, like the DG Hangers illustrated above, feature a design 

that is very different than the MiTek FWH Hanger: 
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Among other things, the Accused Products feature an innovative stop element that is nothing like 

the panel stops of the FWH Hanger. Simpson has filed a patent application covering the Accused 

Products. Plaintiffs have not asserted that the Accused Products infringe any claims of the ’049 

Patent or the ’242 Patent. 

Simpson’s Opinion of Counsel 

19. Within two weeks of first learning that the USPTO had allowed the ’510 Patent, 

Simpson engaged a law firm specializing in patent law, Vierra Magen Marcus LLP (the “Vierra 

Law Firm”), to investigate the validity of the claims of the then-pending ’517 Application. On 

June 3, 2019 (prior to the issue date of the ’510 Patent), the Vierra Law Firm provided a written 

opinion (the “Vierra Opinion Letter”) that all of the Asserted Claims are invalid due to prior art.  

A true and correct copy of the Vierra Opinion Letter is attached hereto as Exhibit A.

20. The Vierra Opinion Letter is 67-pages long and includes a detailed claim-by-

claim explanation that each of the claims of the ’517 Application is invalid.

21. After retaining the Vierra Law Firm to investigate the validity of Plaintiffs’ patent 

claims, Simpson engaged another law firm (Sterne, Kessler, Goldstein & Fox P.L.L.C.) for 

purposes of challenging the validity of the ’510 Patent claims through a USPTO Post Grant 

Review (“PGR”) proceeding. 

Response to Certain Allegations in Plaintiffs’ Moving Papers

22. Many of Simpson’s products are sold through distributors.  Distributors can carry 

only Simpson products, only another manufacturer’s products, or a combination of various 

manufacturers’ products. Other companies producing products that are sometimes carried by 

distributors include MiTek, Advanced Connector Systems, and Tamlyn.  In fact, some customers 

carry both Simpson and another manufacturer’s products regularly to support home builders with 

exclusive hardware contracts. 

23. Simpson and MiTek both manufacturer fire wall hangers, but they are not the only 

companies in the United States that do so. Other United States manufacturers of fire wall hangers 

include Advanced Connector Systems. Although customers purchase fire wall hangers produced 

by these manufacturers from distributors, they also purchase firewall hangers without going 
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through a distributor. Further, I am not aware of any study, analysis, or survey that demonstrates 

that a customer that purchases any of Simpson’s fire wall hanger products is more likely than 

that customer otherwise would be to purchase other Simpson products. Similarly, I am not aware 

of any study, analysis, or survey that shows that engineers specified MiTek’s fire wall hangers 

more often in their plans once the MiTek fire wall hangers at issue in this lawsuit were 

introduced. I have never heard an engineer refer to MiTek as “an innovator” with respect to its 

fire wall hanger products or any other products. 

I declare under penalty of perjury that the foregoing is true and correct and that this 

declaration was executed this 5th day of September, 2019, at Pleasanton, California. 

      /s/ Sam Hensen    
SAM HENSEN 

I hereby attest that I have on file all holographic signatures corresponding to any 

signatures indicated by a conformed signature (/s/) within this e-filed document. 

/s/ Joseph V. Mauch    
JOSEPH V. MAUCH 

8514055 
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Kurt James 

314.345.7010 DIRECT

314.345.7600 DIRECT FAX

kurt.james@stinson.com 

CORE/3512456.1953/149417033.1   

S T I N S O N . C O M  
7 7 0 0  F O R S Y T H  B L V D . ,  S U I T E  1 1 0 0  •  S T .  L O U I S ,  M O  6 3 1 0 5  

3 1 4 . 8 6 3 . 0 8 0 0  M A I N  •   3 1 4 . 8 6 3 . 9 3 8 8  F A X  

December 19, 2018 

VIA E-MAIL AND CERTIFIED MAIL NO. 
Mr. James P. Martin 
Shartsis Friese LLP 
One Maritime Plaza, 18th Floor 
San Francisco, California 94111-3598 
jmartin@sflaw.com

RE: U.S. Patent Application No. 15/675,409 

Dear Mr. Martin: 

Our firm represents Columbia Insurance Company and its related company Mitek 
Holdings, Inc. in intellectual property matters.  Columbia Insurance Company is the owner of 
recently allowed U.S. Patent Application No. 15/675,409 (the '409 application).  A copy of the 
published application, allowed claims and notice of allowance are enclosed for your reference.  
This application pertains to a hanger that extends through the fire retardant sheathing of a wall. 

We obtained the enclosed copy of an advertisement for the DG/DGH/DGB Fire Wall 
Hangers sold by Simpson Strong-Tie Company Inc. (Simpson).  These fire wall hangers fall 
within the scope of at least claims 21, 32 and 42 of the recently allowed '409 application. 

You will appreciate that this important matter should be addressed as soon as possible.  
Our position is that Simpson should immediately arrange to stop selling and offering for sale 
these fire wall hangers and any others that infringe the attached claims.  I invite you to call me or 
Joe Carr at MiTek to discuss the best way to proceed. 

Please let us have some meaningful communication from you on this matter not later 
January 4, 2019. 

Sincerely, 

Kurt F. James 

KFJ:SNL/dss 
Enclosures 
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Kurt James 

314.345.7010 DIRECT

314.345.7600 DIRECT FAX

kurt.james@stinson.com 

CORE/3512456.1953/149417033.1   

S T I N S O N . C O M  
7 7 0 0  F O R S Y T H  B L V D . ,  S U I T E  1 1 0 0  •  S T .  L O U I S ,  M O  6 3 1 0 5  

3 1 4 . 8 6 3 . 0 8 0 0  M A I N  •   3 1 4 . 8 6 3 . 9 3 8 8  F A X  

May 28, 2019 

Mr. James P. Martin 
Shartsis Friese LLP 
One Maritime Plaza, 18th Floor 
San Francisco, California 94111-3598 
jmartin@sflaw.com

RE: U.S. Patent Application No. 16/225,517 (Fire Wall Hanger) 

Dear Mr. Martin: 

As you know, our firm represents Columbia Insurance Company and its related company 
Mitek Holdings, Inc. in intellectual property matters.  Columbia Insurance Company (Columbia) 
is the owner of recently allowed U.S. Patent Application No. 16/225,517, which will issue as 
U.S. Patent No. 10,316,510 on June 11, 2019.  A copy of the published application and allowed 
claims are enclosed for your reference.  This application pertains to a hanger that extends 
through the fire retardant sheathing of a wall. 

We observed that Simpson Strong-Tie Company Inc. (Simpson) changed the design of its 
fire wall hangers following our recent settlement concerning Columbia's U.S. Patent No. 
10,184,242, and now offers for sale the DGF, DBHF and DGBF Fire Wall Hangers on its 
website.  These modified fire wall hangers still incorporate the gist of our client's invention, and 
fall within the scope of at least claims 1, 13 and 20 of the soon to issue U.S. Patent No. 
10,316,510. 

You will appreciate that this important matter should be addressed as soon as possible.  
Our position is that Simpson should immediately arrange to stop selling and offering for sale the 
DGF, DBHF and DGBF Fire Wall Hangers by June 11, 2019, as well as any others that infringe 
the attached claims.  We can see no reason for any delay beyond the June 11 date.  As before, I 
invite you to call me or Joe Carr at MiTek to discuss how best to settle this matter. 

We are also advising you that corresponding Canadian patent 2,875,763 issued on May 
14, 2019.  A copy of the claims as granted is attached.  The claims of this patent read on all of 
the models of Simpson fire wall hangers that we have brought to your attention in this and our 
prior communications. 
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Please let us have a substantive communication from you on this matter not later June 3, 
2019. 

Sincerely, 

Kurt F. James 

KFJ/dss 
Enclosures 
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